Sent^By: UVA Patent Foundation; 



434 924 2493; 



Sep -25^02 10:54; 



Page 10/19 



IN THE UNITKD STATES PATENT AND TRADEMARK OFFICE 

Attorney Oockei: 00399-12 
Applicant: Timothy L. Macdonald, et al. 

Felbamate Derived Compounds 
09/925.224 
August 9, 2001 
1624 

Sudliaker Patel 



invention: 
Serial No: 
Fiied: 
Art Unit: 
Examiner: 



Certificate Under 37 CFR l.K(a^ 

1 hereby certify lhat this correspondence, and 
all papers referred to herein, is being 
deposited with the United Scales Postal 
Service as first class maii in an envelope 
addressed to Assistant CZommissioncr for 
Patents, Washington. D.C. 20231 



on 




rcarr 



Terminal Disclaimer Under 37 CFR § 1.321 
and Statement tinder 37 CFR § 3.73(b) 

Box AF 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

The captioned application is owned by the University of Virginia Patent 
Foundation by virtue of an assignment from the inventors to the University of Virginia (copy 
enclosed) and an assignment from the University of Virginia to the University of Virginia Patent 
Foundation (copy enclosed), lliis application is a continuation of International Patent 
Application No: PCT/USOO/03147, filed on February 8, 2000 and claims priority under 35 
U.S.C. §1 19(e) to US Provisional Patent Application No. 60/1 19,254, 60/136,881 and 
60/137,204, filed on February 9, 1999, June 1, 1999 and June 2, 1999, respectively. 



The University of Virginia Patent Foundation is also the owner of co-pending US 
Application Serial Nos, 09/913,075 (filed as a national stage application of PCT/USOO/03147) 
and 10/023,059 (filed as a continuation of International Patent Application No: 
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Application No. 09/925,224 
September 25, 2002 
Page 2 

PCT/USOO/03147) by virtue of the enclosed assignment documents. The undersigned attorney 
has reviewed the documents evidencing title as represented above and certifies to the best of his 
knowledge and belief that title is as represented. 



The University of Virginia Patent Foundation hereby disclaims the terminal part 
or any patent granted on application no. 09/925,224 that would extend beyond the expiration date 
oflhc full statutory tcmi, as defined in 35 U.S.C. §154 to 156 and as presently shortened by any 
terminal disclaimer, of any patent that issues from U.S. Application Serial No, 09/91 3,075 or 
10/023,059. 

The University of Virginia Patent Foundation hereby acknowledges that any 
patent so granted on the above-identified application shall be enforceable only for and during 
such period thai legal title to said patent shall be the same as legal title to U.S. Application Serial 
No. 09/913,075 ur 1 0/023,059. ITie undersigned on be half of the owner further agrees that this 
agreement is to run with any patent granted on the captioned application and is to be binding 
upon the grantee, its successors, and assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of 
any patent granted on the captioned application that would extend past the expiration date of a 
patent issuing from either U.S. Application Serial No. 09/913,075 or 10/023,059, in the event 
that the patent issuing from either U.S. Application Serial No, 09/913,075 or 10/023,059 expires 
for failure to pay a maintenance fee, is held unenforceable, is found invalid by a court of 
competent jurisdiction, is statutorily disclaimed in whole, has all claims canceled by a 
reexamination certificate, is reissued, or is in any manner terminated prior to the expiration of its 
full statutory term as presently shortened by any termincil disclaimer, except for the separation of 
legal title staled above. 
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Application No. 09/925,224 
September 24, 2002 
Page 3 

The undersigned is authorized to act on behalf of the University of Virginia Patent 
Foundation as evidenced by his title appearing below. 




Title: CEO and Executive Director 

University of Virginia Patent Foundation 
1224 West Main Street, Suite 1-1 10 
Charlottesville, V A 22903 
(434) 924^2175 



n 
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UVAPK Kxf; MACnONA-I'liLUA (00399-12) 

ASSIGNMENT 

WHEREAS, the University of Virginia. 314 Madison Hall, P.O. Box 400301, 
Charlottesville, Virginia 22904-4301 (the "Assignor'*) possesses the right, title and interest 
for and in an invention entitled 

Felbamate Derived Compounds 

described in U.S. Utility Patent Application Serial No. 09/925,224 , filed August 9, 2001 ; and 

WHEREAS, the University of Virginia Patent Foundation, a non-profit 
organisation having a place of business at 1224 West Main Street, Suite 1-110, 
Charlottesville, Virginia 22903 (the "Assignee") is desirous of acquiring the entire right, title 
and interest in and to the aforesaid invention, including atiy tangible materials embodied in or 
encompassed by the invention and any. trade secrets pertaining to the invention, and any 
improvements thereon, (the "Invention") and in and to said applications for Letters Patent 
thereon in the United States, its territories and possessions ("United States") and all foreign 
countries, including rights to claim priority, to any provisional applications, and in and to any 
Letters Patent of the United States or any foreign country which may be granted therefor, 
including any and all reissues, divisions, continuations, continuations-in-part, renewals, 
substitutes or extensions thereof (the "Rights"); 

NOW, THEREFORE, for and in consideration of the sum of One Dollar ($1 .00) and 
other good and valuable consideration, the receipt of which is hereby acknowledged. 
Assignor has sold, assigned, transferred and conveyed, and does hereby sell, assign, transfer 
and convey to Assignee, its successors and assigns, the entire right, title and interest in and to 
the aforesaid Invention and Riglits* except that Assignee hereby grants back to the Assignor a 
royalty free non-transferxable license to make and use the Invention under the Rights for 
educational and research purposes, only. The aforesaid assignment includes the right in and 
to all income* royalties, damages and payments now or hereafter due or payable with respect 
to any Letters Patent which may be granted, and in and to all causes of action (cither in law 
or in equity), and the right to sue, counterclaim, and recover for past, present and future 
infringement of the rights assigned or to be assigned under this Assignment, as fully and 
entirely as the same would have been held and enjoyed by Assignor if this sale and 
assignment had not been made; 

AND Assigtior hereby authorizes and requests the appropriate governmental oflicials 
to issue any and all such United States or foreign Letters Patent under said invention, or 
resulting from any of said applications thereof, to the Assignee, as the assignee of the entire 
right, title and interest in and to the same; 

AND Assignor hereby represents, warrants and covenants that it has the full right to 
convey the entire interest herein assigned, that it has not executed and will not execute any 
instrument or assignment in conflict herewith, and that the rights assigned herein arc not 
otherwise encumbered by any grant, license or right; 
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AND Assignor further covenants and agrees that Assignors will at any time upon 
request make, execute and deliver without further compensation, any and all other 
instruments in writing, including further applications, papers, affidavits, power of attorney, 
assignments, and other documents, and do all lawful acts and things, which, in the opinion of 
counsel for said Assignee, its successors and assigns, may in any country be required or 
necessary more effectively to secure to and vest in said Assignee, its successors and assigns 
the entire right, title and interest in and to said Invention and Rights hereby sold, assigned, 
transferred and conveyed, and that Assignor will sign any applications for reissue, division, 
continuation, continuation-in-part, renewal, substitute or extension of said application for 
Letters Patcni or any resulting Letters Patent; 

AND Assignor further covenants and agrees that Assignor will at any time upon 
request communicate to the Assignee, its successors, assigns or other legal representatives 
any facts relating to the aforesaid invention known to it, and will testify as to the same in any 
interference, litigation, mediation, arbitration or other proceeding when requested to do so. 

IN WITNESS WHEREOF, said Assignor has hereunto set its hand and seal. 
Signature of 

Representative for Assignor; 

David J, Hudson 

Representative's Title: Associate Vice President for Research 

and Public Service, University of Virginia 

Place of Execution: Charlottesville, Virginia 

County of Albemarle ) 

) ss: 

Commonwealth of Virginia ) 

On this . day of J^iOjaaj^ , 2002, before me, a Notary Public in and 

for the County of Albemarle in the Commonwealth of Virginia, personally appeared David J. 
Hudson , to me known as the individual of that name, who executed the foregoing instrument 
and acknowledged the same to be of his own free will for the purposes therein set forth. 





Notary^lj blic" ^ 
My commission expires: ^ - ^ ^ - O 
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UVAPP Ref: MACDONA-FELUA (00399-12) 



ASSIGNMENT 



WHEREAS, we Timothy L- Macdonald, Thomas A. Miller, Charles D. 
Thompson and Christine M. Dieckhaus (the "Assignors"), have been named inventors in an 
invention entitled 



described in U.S. Utility Patent Application Serial No. 09/925,224 , filed August 9, 2001; and 

WllhKJEAS, the University of Virginia, 314 Madison Hall, P.O. Box 400301, 
Charlottesville, Virginia 22904-4301 (the "Assignee"), is desirous of acquiring the entire 
right, title and interest in and to the aforesaid invention, including any tangible materials 
embodied in or encompassed by the invention and any trade secrets pertaining to the 
invention, and any improvements thereon, (the "Invention") and in and to said applications 
for Letters Patent thereon in the United States, its territories and possessions ("United 
States") and all foreign coimtrics, including rights to claim priority, to any provisional 
applications, and in and to any Letters Patent of the United States or any foreign country 
which may be granted therefor, including any and all reissues, divisions, continuations, 
continuations-in-part, renewals, substitutes or extensions thereof (the "Rights"); 

NOW, THEREFOR for and in consideration of the sum of One Dollar ($1.00) and 
other good and valuable consideration, the receipt of which is hereby acknowledged. 
Assignors have sold, assigned, trjinsferred and conveyed, and does hereby selU assign, 
transfer and convey to Assignee, its successors and assigns, the entire right, title and interest 
in and to the aforesaid Invention and Rights, except that Assignee hereby grants back lo the 
Assignors a royalty free non-transferrable license to make and use the Invention under the 
Rights for educational and research purposes, only. The aforesaid assignment includes the 
right in and to all income, royalties, damages and payments now or hereafter due or payable 
with respect to any Letters Patent which may be granted, and in and to all causes of action 
(either in law or in equity), and the right to sue, counterclaim, and recover for past, present 
and future infringement of the rights assigned or to be assigned under this Assignment, as 
fully and entirely as the same would have been held and enjoyed by Assignors if this sale and 
assignment had not been made; 

AND Assignors hereby authorize and request the appropriate governmental officials 
to issue any and all such United States or foreign Letters Patent under said invention, or 
resulting from any of said applications thereof, to the Assignee, as the assignee of the entire 
right, title and interest in and to the same; 

AND Assignors hereby represent, warrant and covenant that they have the full right to 
convey the entire interest herein assigned, that they have not executed and will not execute 
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AND Assignors further covenant and agree that Assignors will at any time upon 
request make, execute and deliver without further compensation, any and all other 
instruments in writing, including further applications, papers, affidavits, power of attorney, 
assignments, and other documents* and do all lawful acts and things, which, in the opinion of 
counsel for said Assignee, its successors and assigns, may in any country be required or 
necessary more effectively to secure to and vest in said Assignee, its successors and assigns 
the entire right, title and interest in and to said Invention and Rights hereby sold, assigned, 
transferred and conveyed, and that Assignors will sign any applications for reissue, division, 
continuation, continuation-in-part, renewal, substitute or extension of said application for 
Letters Patent or any resulting Letters Patent; 

AND Assignors further covenant and agree that Assignors will at any time upon 
request communicate to the Assignee, its successors, assigns or other legal representatives 
any facts relating to the aforesaid invention known to it, and will testify as to the same in any 
interference, litigation, mediation, arbitration or other proceeding when requested to do so. 

IN WITNESS WHEREOF, Assignors have hereunto set their hands and seals. 



Signature of Inventor / Date of Execution: 
Inventor's Name: 
Inventor's Resident Address: 



Timothy l/. Macdonald 

2625 Jefferson Park Avenue 
Charlottesville, VA 22903 



Place of Execution: 



City of Charlottesville, Virginia 



County / Crrv of 



) ss: 



Commonwealth of Virginia ) 

On this 3l day of ^^uf^ , 200 1 , before me, a Notary Public in and for the County/City 
aforesaid in the ComtnonwealA ofVirginia, personally appeared Timpthy L. Macdffpald, to mc known 
as the individual of that name, who executed the foregoing instrument and acknowledged the same to 
be of his own free will for die purposes therein set forth- 




[signature, please print name below] 
Notary Public^ my commission expires on: *^ I ^ O \ 
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Signature of Inventor / Date of Execution: 
Inventor's Name: 
Inventor's Resident Address: 



Thomas A. Miller 

3000 Broadway. Hayermcyer hall 
New York, NY 10027 



Place of Execution: 

County / City of ) 




STATE OF ) oJsiKti^r^r'n^tpfip^ 

On this 2d**\lay of A^JLai^t 200 1 . before me, a Notary Publ ic in and for the County/City 
and Stat;afo.e.^rsoLn7I^PgTh9ma^A. MUl^^r, to me known as the individt^l of name 
who executed the foregoing instrunient and acknowledged the same to be of h.s own free W.Il for the 
purposes therein set forth. 

ffjl /XY\ I SiicL^ [signature, please print name below] 



£clnCi l/fik^i- , Notary Public, my commission expires on: i<(|^( 



Sienaturc of Inventor / Date of Execution: __ 

Inventor-s Name: Charles D. Thompson 

Inventor's Resident Address: 40 Dartmouth Street 

Wateitown,MA 02472 



Place of Execution: 

County / Cmr of ) 

) ss: 

State OF , ) 



On this day of , 2001. before me, aNotaty Public in and for the County/City 

and State aforesldd:ie»^°»ally appeared Hiarks D- H^P^PSPP. »«> me known as Ae '"dividual of tha 
n^rwho ex^utek 4e foregoing mstmment and acknowledged the same to be of h.s own free w.ll for 
ihc purposes therein set forth. 



r sienature, please print name below] 

, Notary Public, my commission expires on: 
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Signature of Inventor / Dale of Execution: 
Inventor's Name; 
Inventor's Resident Address: 

Place of Execution: 



Thomas A. Miller 

3000 Broadway, Hayenueyer hall 

New York. NY 10027 



County / City ot ) 

) ss: 



State OF ) 

On this day of . 200 1 . before mc, aNotary Public in and for the County/City 

purposes therein set forth. 



^ [signature, please print name belowl 

, Notary Public, my commission expires on: — 



Signature of Inventor / Date of Execution: 
Inventor* s Name: 
Inventor's Resident Address: 



Charles D. Thompson 
22 ParUidge Lane 
Stow. MA 01775 



Place of Execution: 

County / City oh ) 

State OF frifyjSdoJ ^. .t, M 4 — ) 



On this dav of < ^^yrtf->. . 2001, before me. a Notary Public in and for the County/City 

name, who executed the foregoing insirument and acloiowledged the same to be of his own fee w.ll 

the purposes therein set forth- 



f^^^ M- <^^-'^/^ [signature, please print name below] 

, Notary Public, my commission expires on; _^ ?>^ayi^-^ iOf^ fy^ 
Page 3 of 4 
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Signature of Inventor / Dale of Execution: / / i ri , ^ n if^lr f LlUv ^^g.^^QT , 
InSntor-sName: UVijtine M. D.eckhaus 

tenter's Resident Address: M3>rP*°" ^rTo^.T 




Place of Execution; 



COUNTY OF r^-i'<^^-^<§:i^f ■» ) 

) ss: 



North Wales, PA 19454 



STATK of e.r>«> S\; \^'"'> ' ^ 



who executed the foregoing instrument 
purposes therein set forth. 



Cv-,-vJl^ jj-^^^V5^\jLJl^^::__ [8ignature, please print name below] 
Cl^oVcLtX^^UcW.^ . Notary Public, my commission expires on: j^OA'^'^o, Ut)"^ 



fianri«l Seal 
Carole L. MmlaMVo. NoMy 

My Commiftsion Bxptr«s lone 6. 3003 
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